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REMARKS 

Reconsideration is requested. 
Claims 63-70 are pending. 

Reconsideration and withdrawal of the restriction requirement are again 
requested. A Rule 181 Petition requesting the same is attached with the requisite fee. 
Consideration of the attached Petition prior to issuance of a further Action on the merits 
is requested. Attached is a copy of a Decision issued in the parent application Serial 
No. 08/836,075, wherein the restriction requirement of the parent application was 
withdrawn by Decision of the Commissioner based on the previous allowance of the 
claimed subject matter. Similar considerations are relevant in the present application. 
Consideration of the attached, withdrawal of the restriction requirement and examination 
of all the claimed subject matter are requested. 

The specification has been amended to include a cross-reference to the prior 
applications, as required by the Examiner on page 3 of the Office Action dated March 
1 1 , 2002 (Paper No. 11). 

A copy of the Declaration in the Patent Office copy of the parent Serial No. 
08/836,075 has been requested as a possible "clearer" copy of the Declaration. The 
same will be submitted by the undersigned once received from the Patent Office. The 
applicants would certainly appreciate the Examiner obtaining a clearer copy of the 
Declaration from the Patent Office copy of the parent file. The applicants note that the 
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full name of the first inventor is Geert Maertens, as noted in the Patent Office Filing 
Receipt. 

The Section 101 rejection of claim 69 is traversed. Reconsideration and 
withdrawal of the rejection are requested as the Examiner's characterization of the 
claimed subject matter as a "polynucleic acid molecule" is not correct. In fact, claim 69 
provides a host cell which has been transformed with the recited recombinant vector. 
The claimed host cell is submitted to define patentable subject matter. Withdrawal of 
the Section 101 rejection of claim 69 is requested. 

The Section 112. second paragraph, rejection of claim 63 stated in paragraph 14 
of Paper No. 1 1 is obviated by the above amendments. The applicants note however 
that the Patent Office had previously allowed claim 2, for example, of U.S. Patent No. 
6,180,768 (copy attached) wherein the term "having" was not objected-to. The term is 
not indefinite however the claims have been amended to recite a more traditional term. 

The Section 112. second paragraph, rejection of claim 63 in paragraph 15 of 
Paper No. 1 1 is traversed. Reconsideration and withdrawal of the rejection are 
requested in view of the Patent Office previous allowance of. for example, claim 2 of 
U.S. Patent No. 6,180.768. The Examiner has not indicated or explained how the art. 
for example, has changed since the previous issuance of claim 2 of U.S. Patent No. 
6.180.768. in a manner which would make one of ordinary skill question the metes and 
bounds of the objected-to phrase. Withdrawal of the Section 1 1 2. second paragraph, 
rejection of claims 63. 68 and 69 is requested. 



728232 



-8- 



Maert nsetal 
Serial No. 09/851,138 



Formal drawings are attached. Acceptance of the same in the Examiner's next 
Action is requested. 

Grant of the attached Petition, prior to issuance of a further Action on the merits, 

is requested along with a Notice of Allowance relating to all the pending claims. 

Respectfully submitted, 
NIXON & VANDERHYE P.C. 
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(57) ABSTRACT 

The present invention relates to oew genomic auclcotide 
sequences and amino acid sequences corresponding to -he 
coding region of these genomes. The invention relates to 
new HCV types and subtypes sequences which are different 
&om the loiowa HCV lypes and subt>pcs sequences. More 
particuiarlv. -.he present Inveniinn relates to new HCV type 
7 sequences, new HCV type 9 sequences, new HCV type 10 
and new HCV type 11 sequences. Also, the present mvcoLion 
relates to new HCV type 1 sequences of subtypes W. ie, if 
and 1^. new HCV i>'pe 2 sequences of subtypes 2^. 2;\ 2g, 
2/i. 2i, 2Jc and 2i: new HCV t>-pe 3 sequences of subtype 3g, 
new HCV ry|»e -i sequcMCCS vif .subtypes 4^:, 4/ and 4w; a 
process for'prcnaring ihcm. and -heir 'isc for diagnosis, 
prophylaxis and therapy. More particularly, the present 
invention provides new typc-specinc sequences of the Core, 
the El and NS5 regions of new HCV vvpes 7, 9, 10 and U, 
is '.veil Hi of new varimis (subiypcii) uC HCV types 1. 2, 3 
ma 4. These new HCV sccucnccs are uscrul lo diagnose :he 
presence of HCV type 1. and/or type 2. lod/or type 3. and/or 
rvpe 4, ind/or type 7. lod'or type ind/or type lU, and/or 
tvoe U genotypes or serotypes in a biolo^cal sample. 
Moreover, the 'availability of these new type-speciac 
scqucucss cnu inc-easc ;Uc overall scusiiivtiy of HCV detec- 
tion and should also prove to be uscmi for prophylactic and 
• herapeuiic purposes. 

12 Claims. 74 Drawing Sheets 
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(3 J Tt?E; affli.no ac-c 
(D) TOPCLOGTf: linear 

(ii) MC-EC-J-X TYPE: peptide 
1X1) SEQUENCE DESCPIPTION: SEQ 10 SO: :04 : 
;wrg P" ^yr Hi. Gin v.: Thr Gin ^no 

(21 HJFORMATICy TOR 3EQ ID NO: 205 : 

(i) SEQUENCE CHARACTER I ST ICS: 

(A) LiNCrrH: 10 ariinc ACida 
(3> TTPEi aaiino ac-C 
(0) TOPOLOGY: linear 

(ii) MCLEC-JII -n-PE: ?ep--ic« 

,xi, SEQUE..CI .ESC^ITTrc^: SEC 10 SO: 205: 

Arc Pr3 AT, Me. Hi3 Cln V.l V.i Cln Zl. 
1 - 

(2) rUFCRMATICN ?CR SEQ 10 M= - -'^S: 

:i) SECUEilCE CKAKA— Sa:ST-C3: 

(A) IZKCTK: 10 acii-nc ac:.as 
'3) TYPE: afflinc aC-C 
(D) TOPCLCGY: liaesr 

,ii» MOIEC-'LE TYPE: ?ec-i=e 

^XL) SECU-NCX 3ESC:irPT:CN: SEQ " ^IC: :06: 
Ar-3 Pro Arc Me-. Tyr dl- tie Ala Sir. Asp 



(2) i:iFCP^TI-- ^-'^ ^-^ 

fi) SEQUE-CI CHARArtE^IST-wS: 

(A) LENGTh: 10 aiT-nc ac:.as 
;3) TYPE: acdno acia 
[01 TCPCLCGY: linear 

(iil MOIEC-J-E TYPE: peprice 

txi) SEQUENCE -ESC?.I?T::M: SEC 13 : 207 : 



Arg His Ar? 



Thr Val Glr. Aa? 



,hc «qucnc= is ai -.cas. ,ccni,cal m >E0 m NO. 1 . or . . 
IV « '-5 ^i.y{.7:".7^'. sV.'i-;. ol". 63. 65. 67. 6';. 

7!: 7-;. 4: T-: -q.". ^3. s5. 37, s?. 91. 93. 95. 97. 99. 

101, 103 or 105, . ^ . 

^.•^ . . ... pnivnncl.ic ac:d of which ^ on^cu^ 

"TJ^ ai icx">t one or' :l-.c .sulxyncs la. :c. .t, . -c, - . 
:h :i, 2k. 21. 35. 4m. ,wncrcm wocn ibc 



=0 



scoucncc . unique at 1="' -"'^'^jj. 'f^^""" 
is ai least 96% ideot.cal to SEQ ID NO^ 

•^1,. .:.l...^nn ,0,;^,^ ncij rcsiducs. ll3.08. J^- 

I?or 0-1 or N71. D72. H81. HlOl. DIO6. SllO. 
L-30 E135 L 40. S148. T.50 or E130. Q133. 
n5°' Olr GIM. E165. 1169. F181. U3| T:90. 
T Q"^"nr 119'' or 1193. A19S. S196. R197 or 

N197 0 097. 019 o7d199 or H199 or N199. FlOO 
or T^O) COS 1213. M216 or 3216. N217 or S21/ or 
C2n?r'>^17 tEiS. 1219,..222.Y223. 1230. W231 or 
T*?r or H232 or A232. Q233. E235 or L_35. 

IgFo'-^-m^^^r ..240 or Mm A242. N244 

N249. 1250 or 1C250 or R250. A2S^ or A^- 
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3?0l. S-6->6. • -l^c K21>t)- ot 12663. 

Y:7n8. a:70<). a2/1«' or M2.19. , 
D-7:8. ^^-J-^Z, 'j5748 ^749 or P--749. 

•ioilleasions ol ibu ne^ HCV types . 

° Vf If'll or '.0,: whe:i-:o w.e= the 
«,u;ncf. :n.o,-e to ^eas- sub.^e sequence 
is It ic^. ideniicoi lo SEQ ID NO- L 
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. ff-,vnuc>c,c .od according . .lain, 1. whcrc-.n :hc 
P°'^"-''V=--",:.rSfcS.. an HCV poWprotcn , 
ccmpr-lsios tr its amine ..^^st.n. 
ammo ac.d scqucnc. caosen f ^, 5. i. 

of mc amino ac-.a sequences having SEQ_ll-._^ ^_ 

74. 7c. 78. 78. SO. s:. " 
iCX) 10^ '06. 

■ ■ . ■ „ ..f i:\ which to ■icmac 

k M Icusi JoTo idsr.i.cal 10 ScQ ID NU. l. 
,u"rthc.oxpica:cn:o:t.. polvnuclc a=-.c or U) or 

5 !i"polvnucxic acid accordi.C t= Cairn V. •.vo=:e..n the 
•jolynucicx ::cid '.i ^euaea iroo -olvuroie-.n 

(n 3 pclynucie:'. jc.a 31 i-x^i one 



^.o acid sec.cn== c^'O^^J;- ^E^^^^ 

(U-, a par. of said P°'y"-'''= \ J lO or il. or. 

,0 ». leas, one of .he nc>» HCV typ" . 

?r^v'V.^%ri,^rt!'i;s the 

2;;;.c;'.in\ie\oa..e3StsJtypeldthc^ 

or the NS5B rcsior -'J^l^^;;^^^^^^,^^,.^^ 
7. Arcomnin.nr -^"'7;^'°'^; pr , part ihcreul v^Uic-i 

-S-umque to at K^LT^ ot '^^ i 2e. 2f. 

U. or. to^at leas, one ot *e ^f^^'-^^'-J:- ^.^n the 

comonsme: -^piiular host wuh i ' 

pan ihereot^OK^irKj^^ 

; ^r-n=nis. tee ^^^^i^cleic acic: oj_in:^ 

'"^-'^ifSsr-rmcd ccUula^jSSiJISSii^^ 

-l^a^lr^ioTon^ 

ha ^csun- said polypcp ndc ,«mDnsin^ - oo^'- 
-- — iK. A nos. ' 



jr-riVr iiiiii' in oia'in_9 . Tminc acid sequence 

.ncodec by cnc of .nc ->>".-J=- ^ ° ..v.nch 
dal,ns 1 -.o 5. -^.t.-. .a,d 1'=!' '-j^^^^' hCV >vpcs 9. 10 or 
.;s ua,quc to a. V-ast one ot; ^ ° . ^P,,- i.. :e. :f. 

U. or. to a. 1=^^:"=.0' ^ T'^.r 4m. -here-.n when .be 

QOv^ ■.dent.cai to i therein -b=a (he 




^ J United States 
^ Patent AND 

Trademark Office 





UNDER SECRETARY OF COMMERCE FOR INTELLECTUAL PROPERTY 
AND DIRECTOR OF THE UNTTED STATES PATENT AND TRADEMARK OFHCE 

WASHINGTON. DC. 20231 
WWW.USPT0.GOV 



B. J. SADOFF 

NIXON & VANDERHYE P.C. 

1 100 NORTH GLEBE ROAD, 8™ FLOOR 

ARLINGTON, VA 2220 M714 

In re Application of : 
Geert Maertens et al 

Serial No.: 08/836,075 : PETITION DECISION 

Filed: April 21, 1997 : 

Attorney Docket No. : 2752-3 1 : 



This is a decision on the petition under 37 CFR 1.181, filed December 19, 2002, requesting 
removal of an improper restriction requirement. 

BACKGROLiND 

A review of the pertinent portion of the file history shows that this application was allowed and 
the Issue Fee was paid prior to September, 1999, Through error the application was held 
abandoned in August, 2000, and the abandonment rescinded in December, 2000. In January, 
2001, a petition under 37 CFR 1.313 accompanied by an RCE request and an IDS statement was 
filed. The petition was granted on January 26, 2001, which was too late to prevent publication of 
the patent, per se. By Notice in the Official Gazette indication was given that no patent had 
issued for the assigned number. The application was then returned to the examiner for further 
action. 

Subsequently several additional EDS statements were submitted as well as an amendment. The 
examiner mailed an Office action to applicants on November 19, 2002, setting forth a two way 
restriction requirement, as follows: 

Group I, claims 75-84, drawn to unique polypeptides fi-om differing HCV genomes; 
Group n, claim 85, drawn to a purified polypeptide. 

In addition, the election of a single amino acid sequence was required irrespective of whichever 
group was elected. Applicants replied on December 19, 2002, electing Group I and SEQ ED NO. 
43 with traverse. Applicants also filed this petition to have the restriction requirement withdrawn. 
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DISCUSSION 

Applicants argue that all of the claims currently active in the application were prosecuted and 
allowed by the same examiner in June, 1999. Applicants have amended the claims only to cancel 
one dependent claim and to remove some of die sequence identifiers from the claims so as to 
avoid newly submitted prior art. Applicants argue that since all of the claims were previously 
considered together they should not be divided now. Applicants basically argue that the Office 
has been inconsistent in prosecution of this application and that the restriction requirement should 
be withdrawn. 

It is also noted that this application is the National Phase filing of PCT/EP95/04155. As such the 
making of a restriction requirement solely under 35 U.S.C. 121 without consideration of PCT 
Rule 13 provisions is improper. As only RCE papers have been filed this application remains a 
National Phase application. 

DECISION 

Applicants' petition is GRANTED. 

The restriction requirement of the last Office action is withdrawn. The application will be 
forwarded to the examiner for consideration of the response filed December 19, 2002. 

Should there be any questions with respect to this decision, please contact William R. Dixon, Jr., 
by mail addressed to: Director, Technology Center 1 600, Washington, D.C. 2023 1 , or by 
telephone at (703)308-3824 or by facsimile transmission at (703) 305-7230. 



John Doll y (T^ ^ ^ 
Director, J^hnology Center 1600 





